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Office Action Summary 



Application No. 

09/624,689 



Examiner 

Urmi Chattopadhyay 



Applicant(s) 
PHILIPPON, MARC J. 



Art Unit 

3738 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[3 Responsive to communication(s) filed on 20 September 2001 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 9-16,22 and 23 is/are pending in the application. 

4a) Of the above claim(s) 22 and 23 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) |EI Claim(s) 13-16 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) G3 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 24 July 2000 is/are: a)D accepted or b)^| objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a>n All b)QSome*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 



1) |23 Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) £3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4 . 



4) O Interview Summary (PTO-413) Paper No(s). 

5) O Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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Part of Paper No. 8 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group 1 and Group 4 in regard to Group 1 , 
claims 9-16 and 22-23, in Paper No. 7 is acknowledged. 

2. Applicant should note that there was an error in the original restriction presented. Group 
4 should include claims 9-16 only, drawn to surgical instrument. Claims 22-23, drawn to a 
method of making an implantable prosthesis, is in a new Group 6. The method of Group 6 does 
not require the instrument of Group 4. A telephone call was made to Mr. David Weitz on 

1 1/1/01 wherein the election of the corrected Group 4 was confirmed. Claims 22-23 have 
therefore been withdrawn for being drawn to a nonelected invention. 

Drawings 

3. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the shield in claim 14 must be shown 
or the feature(s) canceled from the claim(s). No new matter should be entered. 

4. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: heat source 1060, as 
mentioned on page 13, line 6, is not shown in any of the figures. Correction is required. 

5. The drawings are objected to because reference number 1030 in Figure 1 1 is not pointing 
to any specific element. Correction is required. 
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Specification 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The following is a quotation of 37 CFR 1.71(a)-(c): 

(a) The specification must include a written description of the invention or discovery and of the manner 
and process of making and using the same, and is required to be in such full, clear, concise, and exact terms as to 
enable any person skilled in the art or science to which the invention or discovery appertains, or with which it is 
most nearly connected, to make and use the same. 

(b) The specification must set forth the precise invention for which a patent is solicited, in such manner as 
to distinguish it from other inventions and from what is old. It must describe completely a specific embodiment 
of the process, machine, manufacture, composition of matter or improvement invented, and must explain the 
mode of operation or principle whenever applicable. The best mode contemplated by the inventor of carrying 
out his invention must be set forth. 

(c) In the case of an improvement, the specification must particularly point out the part or parts of the 
process, machine, manufacture, or composition of matter to which the improvement relates, and the description 
should be confined to the specific improvement and to such parts as necessarily cooperate with it or as may be 
necessary to a complete understanding or description of it. 



The specification is objected to under 37 CFR 1.71 because the relationship between the 
trocar, flexible cannula and drill (Figures 5-7, respectively) is unclear. On page 1 1, lines 9-10 it 
is stated that the cannula is inserted into the trocar and the drill is inserted into the cannula. This 
does not seem possible. It is also unclear what the purpose of the trocar in Figure 9 is with 
regards to the combined surgical instrument shown in Figure 10. There is no established 
functional nexus between them. 

7. The disclosure is objected to because of the following informalities: page 11, lines 9-10 is 
inaccurate. It appears from Figures 5 and 6 that the blunt trocar is inserted into the long cannula 
and not the other way around, as stated. Appropriate correction is required. 
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8. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: claim 1 requires a drill be locatable within a trocar. There is no support 
for this in the specification because on page 11, lines 9-10, the drill is said to be inserted into the 
long cannula. There is also no support in the specification for a shield being located between the 
drill and the prosthesis, as required by claim 14. 

Claim Objections 

9. Claim 12 is objected to because of the following informalities: on line 5 the word "an" 
should be changed to —a—. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

10. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 9-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 9 is indefinite because it is unclear how the drill is located within the trocar when 
the trocars, as shown in Figures 5 and 9, have pointed distal ends. 

Claim 12 is indefinite because it is unclear how the magazine can be coupled to the drill 
when the drill is located within the trocar, according to claim 1 . 
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Claim Rejections - 35 USC § 102 



1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

Claims 9-12 are rejected under 35 U.S.C. 102(e) as being anticipated by Schmieding 
(USPN 6,270,503 Bl). 

Schmieding discloses a system for osteochondral flap repair with all the elements of 
claim 9. See Figure 11, element 30 for sheath (what applicant calls trocar), Figure 12, element 
40 for trocar (what applicant calls drill), and Figure 16, element 60 for implant pusher (what 
applicant calls advancement mechanism). See column 3, lines 49-58 for inserting trocar into 
sheath for drilling through osteochondral flap and implant pusher applying pressure to prosthesis. 

Claim 10, see Figure 16 for implant pusher (advancement mechanism) having stem 
(upper portion near stem) and piston capable of exerting pressure on prosthesis (lowest portion). 
The lowest portion is sized to be inserted into cannulated shaft and would thus, provide as a 
piston. 

Claim 1 1, see column 3, lines 49-58 for trocar (drill) and implant pusher (advancement 
mechanism) being interchangeable. 

Claim 12, see Figure 6 for guide sleeve (what applicant calls magazine) being coupled to 
drill pin (what applicant calls drill) in Figure 9. See column 4, lines 14-24 for implant pusher 
being housed in guide sleeve and moving prosthesis to a loading position. 
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Allowable Subject Matter 



12. Claims 13-16 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ms. Urmi Chattopadhyay whose telephone number is (703) 308- 
8510. The examiner's supervisor, Corrine McDermott, may be reached at (703) 308-21 11. The 
group receptionist may be reached at (703) 308-0858. 

Should the applicant wish to send a fax for official entry into the file wrapper the Group 
fax number is (703) 305-3590. Should applicant wish to send a fax for discussion purposes only, 
the art unit fax number is (703) 308-2708. 
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Primary Examiner 
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November 2, 2001 



Attachment for PTO-948 (Rev. 03/01, or earlier) 

6/18/01 

The below text replaces the pre-printed text under the heading, 
"Information on How to Effect Drawing Changes " on the back 
of the PTO-948 (Rev. 03/01, or earlier) form. 

INFORMATION ON HOU TO EFFECT DRAWING C HANCES 



1. Correction of Informalities -- 37 CFR 1.85 

New corrected draw.ngs must be tiled with the chan.es incorporated ihercm 
Identifying indic.a. if provided, should .nclude the ..tie of the invention, 
inventor's name, and application number, or docket number (, any) .1 an 
application number has not been assigned to the appl.cat-on If ih.s m ormat.cn * 
provided, it must be placed on the front of each sheet and centered vv,,h,n the top 
martin If corrected draw.ngs are required in a Not.ce ot Allowability (PTOL- 
5J*e new doings MUST be filed within the THREE MONTH shortened 
statutory period set for reply in the Notice of Allowability ^t«$wns of ,.me 
may NOT be obtained under the provisions of 37 CFR 1 36(a) or (b) for hl.ng 
the corrected drawings after the mailing of a Notice of Allowability The 
drawings should be filed as a separate paper with a transmittal letter addressed to 
the Official Draftsperson 

2. Corrections other than Informalities Noted by Draftsperson on form PTO- 
948. 

All changes to the drawings, other than informalities noted by the Draftsperson 
MUST be made in the same manner as above except that, normally, a highlighted 
(preferably red ink) sketch of the changes to be incorporated into the new 
drawings MUST be approved by the examiner before the apphcauon w.ll be 
allowed No changes w,ll be permitted to be made other than correction o! 
informalities, unless the examiner has approved the proposed changes 

Timing of Corrections 

Applicant is required to submit the drawing corrections within the 
tim« period set in ih* attached Office com munication >ee*7CFR 
1 85(a) 

Failure to take corrective action within the set period will result in 
ABANDONMENT of the application 



